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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Application Papers 
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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 

U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 10/532016, filed 
on 4/20/2005. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1 and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Regarding claims 1 and 6, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

5. The term "longitudinal direction" in claims 1 and 6 is a relative term which renders the 
claim indefinite. The term "longitudinal direction" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. Claims 1 and 6 are rendered 
indefinite because it is not clear what can be considered the "longitudinal direction" of the blade 
substrate. The "longitudinal direction" of the blade substrate can change depending on how one 
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holds the blade thus making it unclear as to which direction would be perpendicular to the 
"longitudinal direction" of the blade. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign conntr) or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 3, 5-8, and 10 are rejected under 35 U.S.C. 102(b) as being taught by Wallsten 
(U.S. Patent # 4,600,599). Wallsten teaches a method and apparatus for coating metallic strips. 

The method taught by Wallsten includes a pretreatment step, which consists of 
roughening the surface of the strip that is going to be coated. Furthermore, the apparatus taught 
in Wallsten comprises a device that conducts this pretreatment. The pretreatment device taught in 
Wallsten can be in the form of a rotating grinding wheel. (Column 3 Lines 57-63) 

The apparatus taught by Wallsten is designed to provide a coating on a strip of metallic 
carrier material and comprises multiple reels and rollers with which the carrier material is passed 
through and wound around during the coating process (Column 3 Lines 30-31 and 45-57, Figure 
1). 

Furthermore, the apparatus comprises a rotating drum with which the metallic strip is 
wound around and the drum has a coating area or pitch that is 8 mm (Figure 1, Column 7 Lines 
4-8). 
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8. Claim 2 is rejected under 35 U.S.C. 102(b) as being taught by Battaglia et al (U.S. Patent 
# 5,709,907). Battaglia et al teaches a method of coating a cutting tool that has been first 
pretreated to roughen the surface to be coated to 15 - 125 microinches R a (Column 3 Lines 51- 
64). The range of 15 - 125 microinches R a converts to 0.38 - 3.175 micrometers R a . 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1 1 . Claims 4 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wallsten 
as applied to claim 1 above, and further in view of Bales et al (U.S. Patent # 5,893,846). 

Wallsten teaches a method and apparatus for coating a metallic strip which is pretreated 
by roughening the surface area of the strip that is going to be coated (see 102 rejection). 
Furthermore, Wallsten teaches that the coating is applied to the strip by a thermal spraying 
technique (Column 4 Lines 28-30). 
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Wallsten does not specifically teach the use of a High Velocity Oxy Fuel (HVOF) 
process but it does teach the use of a thermal spraying process, which HVOF is. 

Bales et al teaches a method of applying a coating using the HVOF process on a substrate 
that has had its surface roughed before coating (Column 2 Lines 44-66). The substrates coated in 
Bales et al are the blades of a scissor used in surgical procedures. This substrate can be classified 
as a metallic strip. 

Since Bales et al teaches that the HVOF process can be used to coat metallic substrates 
that have had their surfaces roughened it would have been obvious to use HVOF technology in 
the Wallsten apparatus and method because the HVOF process is a thermal spraying technique 
and HVOF produces a coating with a very low surface roughness. The low surface roughness of 
the coating created by the HVOF process would eliminate the need for post-coating grinding of 
the coated surface as required by Wallsten (Column 7 Lines 32-37). 



Conclusion 

No claims were allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Wieczorek whose telephone number is (571)270-5341. 
The examiner can normally be reached on Monday through Friday; 7:30 AM to 5:00 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on (571)272-0579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MPW/ 

/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 4172 



